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11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1) □ Notice of References Cited (PTO-892) 

2) Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) Q Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060512 



Application/Control Number: 1 0/821 ,829 Page 2 

Art Unit: 1631 

DETAILED ACTION 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claim 1-13 and 17-20, drawn to a rank ordering method, classified in class 
209, subclass 2. 

II. Claim 14-16, drawn to a data shuttling method, classified in class 710, 
subclass 33. 

III. Claim 21-27, drawn to a calibration method, classified in class 435, 
subclass 967. 

IV. Claim 28-33, drawn to a method of distinguishing genes, classified in class 
435, subclass 4. 

The inventions are independent or distinct, each from the other because: 
Inventions of Group II and Groups I, III and IV are directed to related processes. 
The related inventions are distinct if the inventions as claimed do not overlap in scope; 
the inventions as claimed are not obvious variants; and the inventions as claimed are 
either not capable of use together or can have a materially different design, mode of 
operation, function, or effect. See MPEP § 806.05(j). In the instant case, the invention of 
Group II is to a method of data transfer between two or more computer systems. The 
claims of Group II are interpreted to encompass any method of transfer data from one 
location to another, for example such as by bicycle messenger or carrier pigeon. The 
inventions of Groups I, III, or IV are directed to methods of sorting, calibration, or 
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distinguishing, respectively. All these methods (Groups I, III, IV) have different designs, 
functions and result in different effects from the method of Group I. For example, the 
method of data transfer (Group II) cannot rank order (Group I), distinguish genes (Group 
IV), or perform calibration (Group III). Thus a search for methods of data transfer would 
not overlap a search for either methods of rank ordering, calibrating, or distinguishing 
and therefore provide an undue search burden. 

Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

Inventions of Group I and Group III are directed to related processes. The related 
inventions are distinct if the inventions as claimed do not overlap in scope; the 
inventions as claimed are not obvious variants; and the inventions as claimed are either 
not capable of use together or can have a materially different design, mode of 
operation, function, or effect. See MPEP § 806.05(j). In the instant case, the invention of 
Group I is directed to a method of rank ordering which is distinct from the invention of 
Group III, directed to method validating or calibrating. The method of Group I has a 
different mode of operation and effect from the method of Group III. First, the method 
steps of Group I and Group III are different. In the case of Group I an uncontrolled 
mixture of cells is used to measure cell characteristics whereas in Group III a controlled 
ratio mixture of cells is used to measure characteristics. Second, the measurements of 
the method of Group I are subjected to multidimensional statistical analysis. However, 
the measurements from the method of Group III are only used to determine a statistical 
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p-value. Third, the measurements from the method of Group I are made by employing a 
microarray where the method of Group III does not. Finally, the method of Group I 
results in a standard quadratic plot. The method of Group III results in a logarithmic plot. 
Thus a search for the method of rank ordering would not overlap a search of the method 
of calibrating and therefore provide an undue search burden. 

Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

Inventions of Group I and Group IV are directed to related processes. The related 
inventions are distinct if the inventions as claimed do not overlap in scope; the 
inventions as claimed are not obvious variants; and the inventions as claimed are either 
not capable of use together or can have a materially different design, mode of 
operation, function, or effect. See MPEP § 806.05G). In the instant case, the invention of 
Group I is directed to a method of rank ordering which is distinct from the invention of 
Group IV, method of distinguishing genes. The method of Group I has a different mode 
of operation from the method of Group IV as evidenced by the difference in steps 
between the inventions of Group I and Group IV. First, The method of Group I uses a 
microarray whereas the method of Group IV does not employ the use of a microarray. 
Second, the method of Group I uses statistical analysis to analyze obtained 
measurement, the method of Group IV does not use statistical analysis. The method of 
Group IV employs the use of a "noise cloud" to analyze obtained measurements. 
Finally, the effect of the method of Group I results in the rank order of cell 
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characteristics which is different from the effect of the method of Group IV, the 
identification of differentially expressed genes. Thus the inventions of Group I and 
Group IV would require different searches of the prior art and therefore provide an 
undue search burden. 

Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

Inventions of Group III and Group IV are directed to related processes. The 
related inventions are distinct if the inventions as claimed do not overlap in scope; the 
inventions as claimed are not obvious variants; and the inventions as claimed are either 
not capable of use together or can have a materially different design, mode of 
operation, function, or effect. See MPEP § 806.05(j). In the instant case, the invention of 
Group III is directed to a method of validating or calibrating which is distinct from the 
invention of Group IV, directed to a method of distinguishing genes. The invention of 
Group III has a different mode of operation from the invention of Group IV as evidenced 
by the differences in steps between the methods. First, the method of Group I employs 
statistical analysis of measurements obtained. However, the method of Group IV does 
not employ statistical analysis of obtained measurements but rather uses a "noise 
cloud" to analyze measurements. Second, the method of Group III plots measurements 
on a logarithmic scale where the method of Group IV plots measurements on standard 
quadratic scale. Finally, the measurements of Group IV are analyzed in multi- 
dimensional space unlike the measurements from the method of Group III. Thus the 
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inventions of Group III and Group IV would require different searches of the prior art and 
therefore provide an undue search burden. 

Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of an invention to be examined even though the requirement be 
traversed (37 CFR 1.143) and (ii) identification of the claims encompassing the elected 
invention. 

The election of an invention may be made with or without traverse. To reserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. 

Should applicant traverse on the ground that the inventions are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the inventions to be obvious variants or clearly admit on the record that this is 
the case. In either instance, if the examiner finds one of the inventions unpatentable 
over the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C.1 03(a) of the other invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karlheinz R. Skowronek whose telephone number is 
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(571) 272-9047. The examiner can normally be reached on Mon-Fri 8:00am-5:00pm 
(EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang can be reached on (571 ) 272-081 1 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



MICHAEL BORIN, PH.D 
PRIMARY EXAMINER 




